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DETAILED ACTION 

This is in response to Application/Control Number: 10/525138 filed on February 16, 
2005 in which claims 1-9 are presented for examination. 

Status of Claims: 

Claims 1-9 are pending, in which claims 1 , and 5-9 are in independent form. Objections 
are made to claims 2-4. Claims 1, 3, and 5-9 are rejected under 35 U.S.C. 112. Claims 
1-9 are rejected under 35 U.S.C. 101 . Additionally, claims 1-9 are rejected under 35 
U.S.C. 102(b). 

Claim Objections 

1 . Claims 2-4 are objected to because of the following informalities: Dependent 
claims 2-4 improperly recite the limitation "A communication method..." in referring to 
independent claim 1 , in their first lines. It is suggested that their recitation be changed 
to " The communication method...". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. Claims 1, 3, and 5-9 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claims 1, 3, and 5-9, the phrase "and/or" renders the claim indefinite 
because it is unclear whether the limitation(s) following the phrase are part of the 
claimed invention. See MPEP § 2173.05(d). 
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Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful Improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-9 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

As to claims 1-9, they use the term "data carrier", which to a person skilled in the 
art could interpret this term as related to a transmitted electromagnetic signal carrying 
data. Such a transmitted electromagnetic signal carrying data is not a process, a 
machine, a manufacture, or a composition of matter. Such a claimed data carrier does 
not define one of the four statutory categohes of inventions that Congress deemed to be 
appropriate subject matter of a patent, they are rejected under U.S.C. 101 (see MPEP 
2106). 

Additionally, as to claims 8 and 9, they are directed toward a computer program, 
which is a computer software program. Such computer software program is not a 
process, a machine, a manufacture, or a composition of matter. Computer programs 
claimed as computer listings per se, i.e., the descriptions or expressions of the 
programs, are not physical "things." They are neither computer components nor 
statutory processes, as they are not "acts" being performed. Such claimed computer 
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programs do not define any structural and functionality interrelationships between the 
computer program and other claimed elements of a computer which permit the 
computer program's functionality to be realized. Since claims 8 and 9 are not directed 
to one of the four statutory categories of inventions that Congress deemed to be 
appropriate subject matter of a patent, they are rejected under U.S.C. 101 (see MPEP 
2106). 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

5. Claims 1-9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nordman, Patent No.: WO 9832301 A1; Publication Date: July 23, 1998 hereinafter 
Nordman. (Note: Nordman listed references shown in this office action use the column 
and line numbers from the Patent-Family U.S. Patent Number 6,061 ,346, Date of Patent 
May 9, 2000.) 

As to claim 1 , the following is taught: "A communication method via a 
network (30) between a recording and/or reproducing device (20) able to read a 
data carrier (22), and a remote unit (1 0) comprising additional data (1 1 ) for the 
data carrier (22)," (Nordman teaches: Abstract, column 4, line 54, to column 5, 

line 17; column 5, lines 41-58); 



Application/Control Number: 1 0/525,1 38 Page 5 

Art Unit: 4133 

"said communication metliod comprising tine steps of: extracting data 
carrier properties (23) from tlie data carrier (22) inserted in tine recording and/or 
reproducing device (20)," (Nordman teaches: in column 5, line 66, to column 6, 
line 11 - a WHI identifier, which is a stored authentication identification, 
equivalent to the data carrier properties); 

"sending said properties (23) to the remote unit (10)," (Nordman teaches: 
column 6, line 12-29); and 

"authenticating the data carrier (22) by comparing said properties (23) with 
the ones of a corresponding data carrier legally produced by a provider, before 
sending the additional data (1 1) to the recording and/or reproducing device (20)." 
(Nordman teaches: column 6, line 55-62); column 7, lines 37-51); 

As to claim 2, the following is taught: "A communication method as 
claimed In claim I, wherein the data carrier properties (23) are whtten in a control 
data zone of the data carrier (22)." (Nordman teaches: Abstract, column 6, lines 
5-11); 

As to claim 3, the following is taught: "A communication method as 
claimed In claim 1 , further comprising a step of blacklisting the recording and/or 
reproducing device (20) if the remote unit (10) receives a number of requests 
higher than a predetermined threshold from said recording and/or reproducing 
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device (20) containing a non-autlienticatecl data carrier." (Nordman teaches: 
column 5, lines 5-22; column 11, lines 9-26). 

As to claim 4, the following is taught: "A communication method as 
claimed in claim 1, wherein the remote unit (10) is able to send different types of 
additional data (1 1) as a function of the properties (23) of the data carrier (22)." 
(Nordman teaches: column 1, lines 11-20; column 4, lines 35-41 and 54-61). 

As to claim 5, the following is taught: "A communication system" (Nordman 
teaches: column 1, line 57 to column 4, line 16; column 6, lines 12-44) 

"comprising a recording and/or reproducing device (20) able to read a data 
carrier (22), and a remote unit (10) comprising additional data (1 1) for the data 
carrier (22), said device (20) and unit (10) communicating via a network (30), 
wherein the remote unit (10) is able to retrieve data carrier properties (23) from 
the data carrier (22)" (Nordman teaches: Abstract, column 4, line 54, to column 5, 
line 17; column 5, lines 41-58); 

"inserted in the recording and/or reproducing device (20), and" (Nordman 
teaches: column 5, line 66, to column 6, line 11); 

"to authenticate said data carrier (22) by comparing said properties (23) 
with the ones of a corresponding data carrier legally produced by a provider, 
before sending the additional data (1 1) to said recording and/or reproducing 
device (20)." (Nordman teaches: column 6, line 55-62); column 7, lines 37-51). 
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As to claim 6, the following is taught: "A remote unit (10)" for 
communicating with a recording and/or reproducing device (20)" (Nordman 
teaches: column 1, line 57 to column 4, line 16; column 6, lines 12-44); 

"able to read a data carrier (22), the remote unit (10) comprising additional 
data (1 1) for the data carrier (22)," (Nordman teaches: Abstract, column 1 , lines 
11-20; column 4, lines 35-41; column 4, line 54, to column 5, line 17; column 5, 
lines 41-58); 

"means for retrieving data carrier properties (23) from the data carrier 
(22) inserted in the recording and/or reproducing device (20), and" (Nordman 
teaches: column 5, line 66, to column 6, line 11); 

"means for authenticating said data carrier (22) by comparing said 
properties (23) with the ones of a corresponding data carrier legally produced by 
a provider, before sending the additional data (1 1) to said recording and/or 
reproducing device (20)." (Nordman teaches: column 6, line 55-62); column 7, 
lines 37-51). 

As to claim 7, the following is taught: "A recording and/or reproducing 
device (20) able to read a data carrier (22) and to communicate with a remote 
unit (10)" (Nordman teaches: column 1, line 57 to column 4, line 16; column 6, 

lines 12-44); 
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"comprising additional data (1 1) for tine data carrier (22), said device 
comprising means for extracting data carrier properties (23) from tlie data carrier 
(22) inserted in the recording and/or reproducing device (20) and" (Nordman 
teaches: column 1, lines 11-20; column 4, lines 35-41 and 54-61; column 5, line 
66, to column 6, line 1 1 ); 

"means for sending said properties (23) to the remote unit (10)." (Nordman 
teaches: column 6, line 12-29). 

As to claim 8, the following is taught: "A computer program" (Nordman 
teaches: column 1, lines 23-28 and 57-65; column 4, lines 4-14 and 43-49; 
column 6, lines 4-11, 21-24, and 55-62); 

"comprising program instructions for implementing, when said program is 
executed by a processor, a communication method via a network (30) between a 
recording and/or reproducing device (20) able to read a data carrier (22), and a 
remote unit (10) comprising additional data (1 1) for the data carrier (22), said 
communication method comprising the steps of:" (Nordman teaches: Abstract, 
column 4, line 54, to column 5, line 17; column 5, lines 41-58); 

"extracting data carrier properties (23) from the data carrier (22) inserted 
in the recording and/or reproducing device (20), and" (Nordman teaches: 
Abstract, column 4, line 54, to column 5, line 17; column 5, lines 41-58); 

"sending said properties (23) to the remote unit (10)." (Nordman teaches: 
column 6, line 12-29). 
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As to claim 9, the following is taught: "A computer program" (Nordman 
teaches: column 1, lines 23-28 and 58-65; column 4, lines 4-14 and 43-49; 
column 6, lines 21-24 and 55-62); 

"comprising program instructions for implementing, when said program is 
executed by a processor, a communication method via a network (30) between a 
recording and/or reproducing device (20) able to read a data carrier (22), and a 
remote unit (10) comprising additional data (1 1) for the data carrier (22), said 
communication method comprising the steps of:" (Nordman teaches: Abstract, 
column 4, line 54, to column 5, line 17; column 5, lines 41-58); 

"retrieving data carrier properties (23) from the data carrier (22) inserted in 
the recording and/or reproducing device (20), and" (Nordman teaches: column 5, 
line 66, to column 6, line 11); 

"authenticating the data carrier (22) by comparing said properties (23) with 
the ones of a corresponding data carrier legally produced by a provider, before 
sending the additional data (1 1) to the recording and/or reproducing device (20)." 
(Nordman teaches: column 6, line 55-62); column 7, lines 37-51). 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Valerij et al, U.S. Patent No.: 5,790,662; Date of Patent: Aug. 4, 
1998. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to STEPHEN SANDERS whose telephone number is 
(571)270-5308. The examiner can normally be reached on M - F; 7:30a.m. - 5:00p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frantz Coby can be reached on 571-272-4017. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Stephen Sanders/ /Examiner, Art Unit 4133/ 



/Frantz Coby/ 

Supervisory Patent Examiner 
Art Unit 4133 



